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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-9,35-45 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

In claim 1, line 11, "receiving an electronic selection, by the consumer", is read as the 
selection is received by the consumer. This makes no sense because if the consumer 
is participating then should it be said "receiving an electronic selection, generated by the 
consumer". 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-7,9,35-45 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Haseltine. 

Haseltine discloses a method for processing the local return of remotely 
purchased merchandise on the WWW (see Par. # 0025): more specifically, it discloses 
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1. the customer is identified by the packing slip which he/she bears and thus is 
automatically associated with the purchased item; 

2. transaction history is linked to the bar code packing slip which is gathered 
when the bar code is read, one of the items of the transaction history which is gathered 
is statement of the return policy of the e-tailer see, par. 28; 

3. regarding the distinction of the step of displaying to a customer, the associate 
in Haselktine is read as the agent of the customer which inherently is the alter ego of 
the customer. Also, Inherent to any position in a retail establishment is to allow an 
employee the use the services of the employer as a benefit of working of a given 
employer and thus the use could be the customer. 

4. the transaction history is displayed on the screen of the computer to which the 
bar code reader is attached. According to paragraph 28 lines 7 and 8, the product is 
listed with other information about the transaction and thus answers the "listing" 
language of claim 1. 

5. the item of merchandise selected by the user for return is the one which bears 
the bar code generated by the e-tailer t and thus is listed within the listing in the 
transaction history discussed in paragraph 28 lines 7 and 8 of Haseltine. The consumer 
through its agent 42 is read as a causing a selection to be received by the association 
server 30 or bureau 44, the selection is read as the item, see, e.g. paragraph [0040], the 
selection of POKEMAN of the one e-tailer rather than the other e-tailer and the 
subsequent transmission of the selected one of the POKEMAN devices for return. 
Because the selection is inputted into a computer, it is read as an "electronic selection". 
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6. once the server 30 receives the packing-slip information, it initiates by sending 
instructions for the return, the returns process. 

Re claims 2,3,35,36: retrieving a user preference profile for the consumer is read as - 
the record on the retailer's site- because somewhere in that record is information which 
has some preference e.g. which credit card chosen to use versus cash (see par. 0037 
for options for refunds). 

Re Claim 4: notifying the retailer of the merchandise to be returned (retailer is notified 
via the associate 42). 

Re claim 5: see par.0028 which discloses information yielded by the swiping of slip 26 
which includes information on both buyer and seller, retailer return policy and shipper, 
buyer etc. 

RE claim 6 : slip 26 is read as the return shipping label because using it effects the 
item's return. 

Re claim 7: see par. 0039 "such and such shipper" is notified of shipping request for 
return. 
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Re claim 9: see par. 0025 for Internet communication. 

RE claim 37: the scanning process which identifies the user is read as the log in 
process. 

Re claim 38: once the bar code is scanned the information is provided in real time. 

Re claim 39: the bar code is scanned at the discretion of the owner which is periodic 
relative to his/her buying patterns. 

Re claim 40: the seller in Haseltine is an e-tailer. 

Re claim 41 :the data in the bar code is read as the identifier. 

Re claim 42: the fulfillment process at the point of return place includes an authorization 
see paragraph 0035. 

Re claim 43: instructions are read as the rule see paragraph'0035. 
Re claim 44: see col. 0026 cookies vs. boxes determination. 
RE claim 45: see label 26. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-9,35-45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Haseltine in view of Dodd. 

Haseltine discloses a method for processing the local return of remotely 
purchased merchandise on the WWW (see Par. # 0025): more specifically, it discloses 

1. the customer is identified by the packing slip which he/she bears and thus is 
automatically associated with the purchased item; 

2. transaction history is linked to the bar code packing slip which is gathered 
when the bar code is read, one of the items of the transaction history which is gathered 
is statement of the return policy of the e-tailer see, par. 28; 

3. the transaction history is displayed on the screen of the computer to which the 
bar code reader is attached. According to paragraph 28 lines 7 and 8, the product is 
listed with other information about the transaction and thus answers the "listing" 
language of claim 1. 

4. the item of merchandise selected by the user for return is the one which bears 
the bar code generated by the e-tailer, and thus is listed within the listing in the 
transaction history discussed in paragraph 28 lines 7 and 8 of Haseltine. The consumer 
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through its agent 42 is read as a causing a selection to be received by the association 
server 30 or bureau 44, the selection is read as the item, see, e.g. paragraph [0040], the 
selection of POKEMAN of the one e-tailer rather than the other e-tailer and the 
subsequent transmission of the selected one of the POKEMAN devices for return. 
Because the selection is inputted into a computer, it is read as an "electronic selection". 

5. once the server 30 receives the packing-slip information, it initiates by sending 
instructions for the return, the returns process. 

Regarding the distinction of the step of displaying to a customer, the associate in 
Haseltine is read as the agent of the customer. Inherent to any position in a retail 
establishment is to allow an employee the use the services of the employer as a benefit 
of working of a given employer and thus the user could be the customer. 
Notwithstanding, Haseltine discloses the context of the user being the point of return 
associate 42 rather than the customer. However, Dodd does disclose a user as the 
customer and thus displays return information to the user and causes him to select a 
return process see, col. 98 lines 42 et seq. displayed to him for selection. It would be 
obvious to modify the method of Haseltine to include the user driven self return process 
of Dodd and to provide a selection step, the motivation being the ability to return a 
product without the need of going to a third party and the ability to allow a user to 
choose the mode of return e.g. return exchange etc. 

Re claim 8: Haseltine disclose the problem with returns in that the customer and 
client may be separated by the entire breadth of the country making shipping for small 
products e.g. cookies (paragraph 0026) non cost effective. Thus it would be an obvious 
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choice to try to sell the product for the best possible price so as not to incur a total loss 
and the old and notorious way of effecting this is the use of an auction. 
Re claims 2-7, 9, 35-45 see above analysis. 

Any inquiry concerning this communication should be directed to Joseph A. 
Fischetti at telephone number 571 272 6780. ■ — 7 




